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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Weder (US 
Patent 5,697,199). 

At the outset, it should be pointed out that this application for the first time 
claimed that the base was "only" provided with adhesive on its upper surface and that 
the decorative or scenic objects where provided with a cohesive material upon a surface 
thereof as recited in claim 1 . As such, the applicant is afforded an effective filing date of 
the filing date of this application (6-25-03). The earlier filed applications do not have 
support for only coating the upper surface of the base and provision of adhesive on the 
decorative or scenic objects. As Weder '199 was patented on December 16, 1997, it is 
available as prior art under 35 USC 102(b). 

Weder '199 suggested that one provided a base 62 having a cohesive bonding 
material 64 disposed in its exposed surface (only on one side as depicted in Figures 9 
and 10)). The reference taught that plural decorative objects (wrappers 44a formed from 
decorative sheet material 10a having various colors or designs thereon) were provided 
with cohesive bonding material 26a thereon. The reference to Weder '199 stated that 
the decorative objects 44a were cohesively connected to the upper surface of the base 
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62 via the cohesive bonding material 64 provided thereon to create a decorative 
arrangement on the base. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brennan in view of Weder (US 5,697,199) and Taylor et al. 

Brennan taught that it was known at the time the invention was made to provide 
a base sheet 14 having an adhesive bonding material 14 on one side only on the upper 
surface of the same. The reference suggested that those skilled in the art would have 
selected one or more objects including three dimensional objects and attached the 
same to the surface of the board via the pressure sensitive adhesive provided thereon, 
see paper 8 and card 10 of Figure 1 as well as column 2, lines 20-30, for example. The 
objects, which are adhered to the pressure sensitive adhesive on the surface, do not 
carry any adhesive on their surfaces. The reference suggested that the pieces of 
material attached to the board would have included three dimensional objects as well as 
puzzles and thus one skilled in the art would have understood that the board would 
have been capable of attaching decorative scene thereon (see column 7, lines 49-67 for 
the attachment of different objects to the surface of the adhesive coated base material). 
It should be noted that in the example the base was provided with a green color and 
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that various cards and/or objects were attached to the same. One skilled in the art 
would have understood that such attachments would have included objects which would 
have provided a decorative scene and that the exact scope of such language is not 
clear (i.e. what kind of scene is within the scope of a "decorative scene"). The applicant 
is advised that while the reference provided for the attachment of the various objects 
and/or cards to the surface, it failed to expressly suggest that such was used for 
decorating and/or providing a decorative scene. However, depending upon the shape of 
the objects attached, the color of the same, as well as the message one wished to 
impart with the device, it would have certainly been obvious to one of ordinary skill in 
the art at the time the invention was made to provide a decorative scene with the 
attachment of such three dimensional objects and cards to the adhesive carrying 
support of Brennan. With regard to claim 2, note that the reference to Brennan 
suggested that one would have provided a covering over the adhesive material prior to 
use, see column 7, lines 68-73. The reference failed to expressly state that the three- 
dimensional objects being adhered onto the surface would have included an adhesive 
thereon. It should be noted that the reference did express that the three dimensional 
objects could have an adhesive coating thereon, see column 8, lines 18-32. 

The reference to Weder '199 clearly expressed that those skilled in the art 
attaching an object to a board which had an adhesive coating on one side thereof would 
have known to also dispose adhesive on the surface of ht objects to be joined thereto 
(see Figures 9 and 10). More specifically, the use of adhesive for both the board and 
the objects to be attached allowed one to minimize the amount of dust or debris which 
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was adhered to the surface of the board by provision of the fact that the cohesive 
surfaces of the object and the board are compatible while other materials are not, see 
column 6, lines 17-23. Clearly, to provide the objects in Brennan with an adhesive 
thereon to provide a system with reduced dirt and debris pick up on the board (as 
suggested by Weder '199) would have been obvious at the time the invention was 
made. The combination failed to expressly teach that those skilled in the art would have 
disposed a design upon the board which was "decorative" (note the discussions above 
regarding the "decorative display" provided by Weder '199 as well as Brennan). 

However, it was known in the art at the time the invention was made to dispose a 
miniature animal upon a pressure sensitive repositionable adhesive (i.e. the objects 
could be removed without pick-up of the adhesive and then repositioned upon the 
adhesive bearing sheet) disposed upon a board as suggested by Taylor et al. more 
specifically, applicant is referred to the Figure 1 where a miniature chicken was 
disposed upon the adhesive on the upper surface of the base bearing the adhesive 
thereon. Note that the reference to Brennan clearly references the use of the adhesive 
as a means for a board game or system for children while the reference to Taylor 
relates to an educational device for children which is of a board game type referred to 
by Brennan. Clearly, depending upon the desired design one wished to attain, one 
skilled in the art at the time the invention was made would have known to provide 
miniature pieces upon the adhesive bearing base which included miniature animals for 
example as evidenced by Taylor et al to provide a decorative design. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
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provide a decorative design upon a base sheet bearing a releasable pressure sensitive 
adhesive thereon which included the use of miniature animals as suggested by Taylor 
et al in the process of making a decorative display as suggested by Brennan wherein 
not only was the upper surface of the board provided with the adhesive but also the 
objects being attached cohesively would have been provided with an adhesive material 
as suggested by Weder '1 99. 

With respect to claim 2, note that the reference to Brennan suggested that one 
skilled in the art would have provided a cover for the adhesive carrying board. 
Regarding claim 3, note that Taylor suggested that a miniature animal would have been 
placed upon the surface as part of the decoration. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. E.P.989,533 suggested a bulletin board which had an adhesive 
bearing surface over which a protective release sheet 214 was disposed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeff H. Aftergut whose telephone number is 571-272- 
1212. The examiner can normally be reached on Monday-Friday 7:15-345 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Blaine Copenheaver can be reached on 571-272-1 156. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 



Application/Control Number: 10/603,959 



Page 7 



Art Unit: 1733 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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